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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 

1 1/24/08 has been entered. 

Claim Objections - 35 USC §112 

2. Claims 24 and 32 recites the limitation "the internal part" in line 13, page 6 of the 
amended claim 24 from 1 1/24/08, and line 3 of claim 32. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 12, 19, 22-27 and 31-35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ambrose (4,852,177) in view of Levin (6,144,750). 
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With respect to Claim 12, Ambrose teaches a hearing aid (Figure 9) to be placed 
in the auditory canal of a patient (Col. 3, Lines 11-13), the hearing aid comprising a 
standard part (Figure 6, #1 1 ) configured to fit near an outside of an auditory canal of a 
patient, the standard part (11) accommodating a microphone (Figure 10, #15), an 
amplifier (Figure 11, #6), a loudspeaker (5) (Col. 3, Lines 27-30) and a battery 
compartment (Col. 5, Lines 45-49), and a dedicated part (1 ) configured to fit in the 
auditory canal, and facing an eardrum of one of a left ear and a right ear of a patient 
(Col. 3, Lines 1 1 -1 3), the dedicated part (1 ) being adapted to specific geometry of the 
auditory canal of one of a left ear and a right ear of the patient (Col. 2, Lines 1 3-1 8), 
wherein the dedicated part is provided with sound transmission means (Figure 8, #13) 
for the transmission of sound from said loudspeaker (5) into the auditory canal, the 
sound transmission means (13) being adapted to the specific geometry of the auditory 
canal (Col. 2, Lines 26-28), wherein the standard part (11) has an outer end face (outer 
surface of member #1 1 , having central aperture), a surface extending across the 
entirety of said outer end face (of member #1 1 ) being symmetrical oval (The Examiner 
notes that the standard part #1 1 in Figure 13 appears to be symmetrically oval) and 
wherein said standard part (1 1 ) is configured to connect to said dedicated part (1 ) 
regardless of whether said dedicated part (1) is configured to fit in the auditory canal of 
the left ear or the right ear of the patient (Col. 2, Lines 13-18, 26-28). Ambrose fails to 
teach the standard part being made of rigid plastic, and the standard part having an 
outer end face surface provided with a sound aperture for said microphone, said sound 
aperture being located in the center of the outer end face surface configured to transmit 
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sound to said microplione. Levin teaches a standard part (Figure 2, #30) being made of 
rigid plastic (Col. 3, Lines 15-20), and the standard part (30) having an outer end face 
surface provided with a sound aperture (36) configured to transmit sound to a for a 
microphone (CoL 2, Lines 44-46), said sound aperture (Figure 24, #36) being located in 
the center of the outer end face (outer face of plate #30). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to combine the apparatus of 
Ambrose, with the apparatus of Levin to allow for the sound picked up by the 
microphone to be more evenly distributed to the center of the hearing aid. Further, 
since it has been held that rearranging parts of an invention involves only routine skill in 
the art. In re Japikse, 86 USPQ 70. Also, it has been held that simple substitution of 
one known, equivalent element (i.e. a centrally located microphone aperture) for 
another would have been obvious to one of ordinary skill in the art at the time of the 
invention to obtain predictable results. KSR International Co. v. Teleflex Inc., 82 USPQ 
2d 1385 (2007). Further, it has been held that the recitation than an element is 
"adapted to," or "configured to" perform a function is not a positive limitation but only 
requires the ability to so perform. It does not constitute a limitation in any patentable 
sense. In re Hutchison, 69 USPQ 138. 

With respect to Claim 19, Levin teaches comprising a means (Figure 2, #38) for 
removing the hearing aid from the auditory canal (Col. 2, Lines 42-44), the removing 
means (38) having a part connected to a standard part (30) when used in combination. 
Ambrose and Levin fail to teach wherein the means for removing comprises an 
injection-molded part; however, the method of forming a device is not germane to the 
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issue of patentability of the device itself. Therefore, this limitation has been given little 
patentable weight. 

With respect to Claim 22, Ambrose teaches wherein the dedicated part (1) is 
provided with a means (Figure 13, #23) for removing the dedicated part (1) from the 
auditory canal. 

With respect to Claims 23, 32, 34 and 35, Ambrose teaches a hearing aid (Figure 
9) comprising a standard part (Figure 6, #1 1) having an enclosed interior volume 
housing a microphone (Figure 10, #15), an amplifier (Figure 11, #6), a loudspeaker (5) 
(Col. 3, Lines 27-30) and a battery compartment (Col. 5, Lines 45-49), and a dedicated 
part (1) shaped to fit in an auditory canal facing an eardrum of a patient (Col. 3, Lines 
11-13), the dedicated part (1) being adapted to specific geometry of the auditory canal 
of one of a left ear and a right ear of the patient (Col. 2, Lines 1 3-1 8), wherein, the 
dedicated part (1 ) is comprised of a sound transmitter (Figure 8, #13) for transmitting 
sound from said loudspeaker (5) into the auditory canal, the sound transmitter (13) 
adapted to the specific geometry of the auditory canal of one of the left ear and the right 
ear of the patient (Col. 2, Lines 26-28), and a central axis forming an angle of at least 
ten degrees to approximately 45 degrees (See Figures 8 and 12) with respect to a 
longitudinal axis of the standard part (1 1 ), the standard part (1 1 ) is comprised of an 
outer end face outer (surface of member #1 1 , having central aperture), and the cross 
section of an outer boundary of the outer end face of the standard part (1 1 ) is mirror 
symmetrical in outside end view (See Figure 13), the central axis is in a position 
perpendicular to an end face (near #34) of the dedicated part (1), the longitudinal axis is 
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in a perpendicular to the outer end face of the standard part (1 1 ), and the standard part 
(11 ) is configured to connect to the dedicated part (1 ) regardless of whether the 
dedicated part (1 ) is adapted to the auditory canal of the left ear or the right ear of the 
patient. Ambrose fails to teach the standard part being made of rigid plastic, and the 
standard part having an outer end face surface provided with a sound aperture for said 
microphone, said sound aperture being located in the center of the outer end face 
surface configured to transmit sound to said microphone. Levin teaches a standard part 
(Figure 2, #30) being made of rigid plastic (Col. 3, Lines 15-20), and the standard part 
(30) having an outer end face surface provided with a sound aperture (36) configured to 
transmit sound to a for a microphone (Col. 2, Lines 44-46), said sound aperture (Figure 
24, #36) being located in the center of the outer end face (outer face of plate #30). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the apparatus of Ambrose, with the apparatus of Levin to allow for the sound 
picked up by the microphone to be more evenly distributed to the center of the hearing 
aid. Further, since it has been held that rearranging parts of an invention involves only 
routine skill in the art. In re Japikse, 86 USPQ 70. Also, it has been held that simple 
substitution of one known, equivalent element (i.e. a centrally located microphone 
aperture) for another would have been obvious to one of ordinary skill in the art at the 
time of the invention to obtain predictable results. KSR International Co. v. Teleflex Inc., 
82 USPQ 2d 1385 (2007). Further, it has been held that the recitation than an element 
is "adapted to," or "configured to" perform a function is not a positive limitation but only 
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requires the ability to so perform. It does not constitute a limitation in any patentable 
sense. In re Hutchison, 69 USPQ 138. 

With respect to Claim 24, Ambrose teaches a hearing aid (Figure 9) comprising a 
dedicated part (Figure 13, #1), having an end face (near #34) and an exterior surface 
(cylindrical surface of #1), and containing only a sound channel (defined by #35) 
configured to function as a sound transmitter, the exterior surface of the dedicated part 
(1 ) configured to fit with a specific geometry of an auditory canal of one of a left ear and 
a right ear (Col. 2, Lines 26-28); and a standard part (1 1) electronics and a battery (Col. 
5, Lines 45-49), the standard part (11) comprised of an outer end (outer surface having 
aperture seen in Figure 13), and a connecting part (could be rim element extending 
from part #1 1 in Figure 13 for example) connecting the standard part (1 1) to the 
dedicated part (1); wherein the dedicated part (1) has a central axis, perpendicular to 
the end face (near #34) of the dedicated part (1 ), forming an angle of at least ten 
degrees with respect to a longitudinal axis, perpendicular to an end face (outer face of 
#1 1) of the standard part (11) (angle seen in Figures 8 and 12), wherein the standard 
part (1 1 ) is mirror symmetrical in an end view and wherein the connecting part (could be 
rim element extending from part #1 1 in Figure 13 for example) is configured to connect 
to the dedicated part (1) regardless of whether the dedicated part (10 is configured to fit 
with the specific geometry of the auditory canal of the left ear or the right ear. Ambrose 
fails to teach the standard part having an outer end face surface provided with a sound 
aperture for said microphone, said sound aperture being located in the center of the 
outer end face surface configured to transmit sound to said microphone; and control 
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elements on the outer end face of the standard part are disposed in such a symmetrical 
arrangement around the microphone sound aperture. Levin teaches a standard part 
(Figure 2, #30) being made of rigid plastic (Col. 3, Lines 15-20), and the standard part 
(30) having an outer end face surface provided with a sound aperture (36) configured to 
transmit sound to a for a microphone (Col. 2, Lines 44-46), said sound aperture (Figure 
24, #36) being located in the center of the outer end face (outer face of plate #30). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
combine the apparatus of Ambrose, with the apparatus of Levin to allow for the sound 
picked up by the microphone to be more evenly distributed to the center of the hearing 
aid. Further, since it has been held that rearranging parts of an invention involves only 
routine skill in the art. In re Japikse, 86 USPQ 70. Also, it has been held that simple 
substitution of one known, equivalent element (i.e. a centrally located microphone 
aperture) for another would have been obvious to one of ordinary skill in the art at the 
time of the invention to obtain predictable results. KSR International Co. v. Teleflex Inc., 
82 USPQ 2d 1385 (2007). Further, it has been held that the recitation than an element 
is "adapted to," or "configured to" perform a function is not a positive limitation but only 
requires the ability to so perform. It does not constitute a limitation in any patentable 
sense. In re Hutchison, 69 USPQ 138. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to provide control elements on the 
outer end face of the standard part are disposed in such a symmetrical arrangement 
around the microphone sound aperture, since it has been held that rearranging parts of 
an invention involves only routine skill in the art. In re Japikse, 86 USPQ 70. Still 
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further, the courts have stated that matters relating to ornamentation only which have no 
mechanical function cannot be relied upon to patentably distinguish the claimed 
invention from the prior art. In re Seid, 161 F.2d 229, 73 USPQ 431 (CCPA 1947). 

With respect to Claims 25 and 26, Ambrose teaches wherein, the dedicated part 
(Figure 1 3, #1 ) is an internal part and the standard part (1 1 ) is an external part (when 
inserted into a user's ear); and the standard part (1 1 ) accommodates each of the 
electronics and a battery (Col. 5, Lines 45-49), the electronics comprising a microphone 
(15), an amplifier (6), and a loudspeaker (5) within an enclosed volume (enclosed in part 
#11) 

With respect to Claim 27, Levin teaches a pull rod (Figure 2, #38) connected to a 
housing of the standard part (30), the pull rod (38) configured to remove the hearing aid 
from the auditory canal (Col. 2, Lines 42-44). 

With respect to Claim 31 , Levin teaches wherein the standard part (Figure 2, 
#30) is provided with means (38) for removing said hearing aid from the auditory canal 
(Col. 2, Lines 42-44). 

With respect to Claim 33, Ambrose teaches wherein the cross section of an outer 
boundary off the outer end face of the standard part (Figure 1 3, #1 1 ) is mirror 
symmetrical in outside end view. 

4. Claims 17 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ambrose (4,852,177) in view of Levin (6,144,750) as applied to claims 12 and 24 
above, and further in view of Juneau (6,228,020). Ambrose and Levin are relied upon 
for the reasons and disclosures set forth above. Ambrose and Levin fail to teach 
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wherein the outer end face is provided with a switching means and an adjusting means 
on said surface, the switching means and the adjusting means positioned along a single 
line bisecting the sound aperture, and the switching means and the adjusting means 
being positioned on either side of the sound aperture and equidistant from the sound 
aperture along the single line. Juneau teaches an outer end face (Figure 8, #22) 
provided with switching means (27) and a connector means or adjustment facility (28) 
on a surface; the switching means (27) and the adjusting means (28) positioned along a 
single line and wherein a microphone sound aperture (25) is located near the switch 
(27) and the adjusting facility (28). It would have been obvious to one of ordinary skill in 
the art at the time of the invention to combine the apparatus of Ambrose, with the 
apparatus of Juneau to allow for user controlled volume adjustment, as well as the 
ability to connect to and communicate with a computer for programming of the hearing 
device. Juneau fails to teach the switching means and the adjusting means positioned 
along a single line bisecting the sound aperture, and the switching means and the 
adjusting means being positioned on either side of the sound aperture and equidistant 
from the sound aperture along the single line.. However, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to arrange wherein the 
switching means and the adjusting means positioned along a single line bisecting the 
sound aperture, and the switching means and the adjusting means being positioned on 
either side of the sound aperture and equidistant from the sound aperture along the 
single line., since it has been held that rearranging parts of an invention involves only 
routine skill in the art. In re Japikse, 86 USPQ 70. Further, the courts have stated that 
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matters relating to ornamentation only which have no mechanical function cannot be 
relied upon to patentably distinguish the claimed invention from the prior art. In re Seid, 
161 F.2d 229, 73 USPQ 431 (CCPA 1947). 

Response to Arguments 

5. Applicant's arguments with respect to claims 1 2, 1 7, 1 9, 22-27, 29 and 31 -35 
have been considered but are moot in view of the new ground(s) of rejection. The 
Examiner affirms that the obvious combination of Ambrose, Levin and Juneau teach all 

of the limitations claimed by Applicant. 

6. Regarding Applicant's assertion that the prior art fails to teach a standard part 
configured to connect to said dedicated part regardless of whether said dedicated part 
is configured to be fitted in the auditory canal of the left ear or the right ear, as required 
by amended claim, it has been held that the recitation than an element is "configured to" 
perform a function is not a positive limitation but only requires the ability to so perform. 

It does not constitute a limitation in any patentable sense. In re Hutchison, 69 USPQ 
138. Further, as detailed above, Ambrose teaches the claims standard part (Figure 13, 
#1 1 ) and dedicated part (1 ). Ambrose further teaches that these hearing aids can be 
custom pit to a users ear (right or left ear) (Col. 2, Lines 26-28), and therefor, the parts 
will fit together regardless of which ear the hearing aid is configured to be used in, 
otherwise, the device would be inoperable. 
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Conclusion 

7. Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to Jeremy Luks whose telephone number is (571) 272- 
2707. The examiner can normally be reached on Monday-Thursday 8:30-6:00, and 
alternating Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Walter Benson can be reached on (571) 272-2227. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jeremy Luks/ 
Examiner, Art Unit 2837 

/Jeffrey Donels/ 

Primary Examiner, Art Unit 2837 



